
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Ofiice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 14S0 

Alexandria, Viiginia 223 1 3>14S0 
wvfw.vaplo.gov 



1 APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/616,146 


07/08/2003 


John R. Wullert II 


APP 1468 


2077 



9941 7590 06/17/2005 

TELCORDIA TECHNOLOGIES, INC. 

ONE TELCORDIA DRIVE 5G116 
PISCATAWAY, NJ 08854-4157 



EXAMINER 



GAUTHIER, GERALD 



ART UNIT 



PAPER NUMBER 



2645 

DATE MAILED: 06/17/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/616,146 


Applicant(s) 
WULLERT. JOHN R 


Examiner 

Gerald Gauthier 


Art Unit 

2645 





~ Th9 MAILING DATE of this communication appears on the cover sheet with the correspondence address •• 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

Claim Objections 

1 . Claim(s) 5 is objected to because of the following infomnalities: line 1 "wherein 
in" should be "wherein". Con-ection is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

3. Claim(s) 1, 2, 4, 12-16, 18 and 26-28 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Boltz et al. (US 6,246,889 B1 ). 

Regarding claim(s) 1, Boltz discloses a system to delay answering a call made 
to a cellular phone (FIG. 1 and column 1, lines 7-10), the system comprising: 

means to record a message to be provided to a caller making calls to the cellular 
phone (FIG. 3 and column 4, lines 39-51) [The special button 306A of the mobile station 
20 is utilized to record a message to transmitted to the caller when a call is placed on 
delay answering, thereby a means to record a message to be provided to a caller 
making calls to the cellular phone]; and 

means to Instruct the message to be played to the caller''(FIG. 3 and column 4, 
lines 10-21) [The subscriber presses the special button 306A to request a delay 
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answering from the MS 20, the application module 200 accesses the database 206 to 
retrieve the prerecorded message and plays it to the caller via the announcement 
module 204 to the caller, thereby a means to instruct the message to be played to the 
caller]; 

wherein the caller is connected, the message is played and after the message is 
played the caller remains connected (FIG. 3 and column 4, lines 21-31) [The incoming 
line 201 is connected to the announcement module 204 where the prerecorded 
message is transmitted to the caller and the incoming line renriains connected until the 
subscriber answers the call, thereby the message is played and after the message is 
played the caller remains connected]. 

Regarding claim(s) 2, Boltz discloses a system to delay answering a call made 
to a cellular phone, wherein the system is a distributed system (FIG. 1 and column 4, 
lines 4-9) [The delayed answering database 206 can be integrated and connected to 
several MSCs 14, thereby the system is a distributed system]. 

Regarding claim(s) 4, Boltz discloses a system to delay answering a call made 
to a cellular phone, wherein the means to record is contained in the cellular phone (FIG. 
3 and column 5, lines 25-29) [The MS 20 includes a memory 302 containing 
prerecorded messages]. 
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Regarding claim(s) 12, Boltz discloses a system to delay answering a call made 
to a cellular phone, wherein the cellular phone user can Interrupt the message at any 
time and be connected to the caller (FIG. 2 and column 4, lines 32 38) [The MSG 14 
upon receiving the signal requesting answering a call from the MS 20, connects the 
incoming line to establish communication, thereby the cellular phone user can interrupt 
the message at any time and be connected to the caller]. 

Regarding claim(s) 13, Boltz discloses a system to delay answering a call made 
to a cellular phone, wherein means to record includes storage for a plurality of 
messages (FIG. 2 and column 4, lines 4-9) [The delaying answering database 206 
includes cross-references directory numbers with prerecorded messages]. 

Regarding clalm(s) 14, Boltz discloses a system to delay answering a call made 
to a cellular phone, wherein the system further includes means to play different 
messages in response to predetermined preferences (FIG. 2 and column 4, lines 4-9) 
[The delay answering database 206 has cross-references directory numbers of mobile 
stations with prerecorded messages, thereby the system further includes means to play 
different messages In response to predetermined preferences]. 

Regarding claim(s) 15, Boltz discloses a method of delaying answering a call 
made to a cellular phone (FIG. 1 and column 1, lines 7-10), the method comprising the 
steps of: 
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recording a message to be provided to a caller making calls to the cellular phone 
(FIG. 3 and column 4, lines 39-51 ) [The special button 306A of the mobile station 20 is 
utilized to record a message to transmitted to the caller when a call is placed on delay 
answering, thereby recording a message to be provided to a caller making calls to the 
cellular phone]; and 

instructing the message to be played to the caller (FIG. 3 and column 4, lines 10- 
21 ) [The subscriber presses the special button 306A to request a delay answering from 
the MS 20, the application module 200 accesses the database 206 to retrieve the 
prerecorded message and play it to the caller via the announcement module 204 to the 
caller, thereby instructing the message to be played to the caller]; 

connecting the caller (FIG. 3 and column 4, lines 21-31) [The incoming line 201 is 
connected to the announcement module 204, thereby connecting the caller]; 

playing the message to the caller (FIG. 3 and column 4, lines 21-31) [The 
prerecorded message is transmitted to the caller, thereby playing the message to the 
caller]; 

maintaining the connection with the caller after the message has been played 
(FIG. 3 and column 4, lines 21-31) [The incoming line 201 remains connected until the 
subscriber answers the call, thereby maintaining the connection with the caller after the 
message has been played]. 

Regarding claim(s) 16, Boltz discloses a method of delaying answering a call 
made to a cellular phone, wherein the method is carried out on a distributed system 
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(FIG. 1 and column 4, lines 4-9) [The delayed answering database 206 is integrated and 
connected to several MSCs 14, thereby the system is a distributed system]. 

Regarding claim(s) 18, Boltz discloses a method of delaying answering a call 
made to a cellular phone, wherein the step of recording comprises making the recording 
into means contained in the cellular phone (FIG. 3 and column 5, lines 25-29) [The MS 
20 includes a memory 302 containing prerecorded messages]. 

Regarding claim(s) 26, Boltz discloses a method of delaying answering a call 
made to a cellular phone, further including the steps of: 

interrupting the message at any time (FIG. 2 and column 4, lines 32-38) [The 
MSG 14 upon receiving the signal requesting answering a call from the MS 20, 
connects the call to the caller, thereby interrupting the message at any time]; and 

connecting the caller to the cellular phone (FIG. 2 and column 4, lines 32 38) 
[The MSG 14 connects the incoming line to establish communication, thereby 
connecting the caller to the cellular phone]. 

Regarding claim(s) 27, Boltz discloses a method of delaying answering a call 
made to a cellular phone, wherein the step of recording comprises recording a plurality 
of messages (FIG. 2 and column 4, lines 4-9) [The delaying answering database 206 
includes cross-references directory numbers with prerecorded messages]. 
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Regarding claim(s) 28, Boltz discloses a metliod of delaying answering a call 
made to a cellular phone, further comprising the step of: 

playing different messages in response to predetermined preferences (FIG. 2 
and column 4, lines 4-9) [The delay answering database 206 has cross-references 
directory numbers of mobile stations with prerecorded messages, thereby play different 
messages in response to predetermined preferences]. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are sunnmarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim(s) 5, 7-11, 19 and 21-25 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Boltz in view of Deutsch et al. (US 6,028,922 A). 
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Regarding claim(s) 5, Boltz as applied to claim(s) 1 above differ from claim(s) 5 
in that it fails to disclose the system is a centralized system. 

Deutsch, in the same field of endeavor, teaches wherein the system is a 
centralized system (FIG. 1 and column 2, lines 38-59) [The switching system 2 uses the 
calling party number to query a database, thereby the system is a centralized system]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables the system to be a centralized system 
so that the user would have the convenience to handle the incoming call more 
professionally and efficiently (Deutsch: column 5, lines 36-40). 

Regarding claim(s) 7, Boltz in combination with Deutsch as applied to claim(s) 5 
above differ from claim(s) 7 for the means to record is located in a device peripheral to 
the cellular phone. 

Furthermore Deutsch teaches the means to record is located in a device 
peripheral to the cellular phone (FIG. 1 and column 2, lines 50-61) [The switching 
system 2 accesses a voice response system 8 where the voice message for the caller 
are saved, thereby the means to record is located in a device peripheral to the cellular 
phone]. 
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Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables the means to record is located in a 
device peripheral to the cellular phone so that the user would have the convenience to 
handle the incoming call more professionally and efficiently (Deutsch: column 5, lines 
36-40). 

Regarding claim(s) 8, Boltz in combination with Deutsch as applied to claim(s) 7 
above differ from claim(s) 8 for the system is an in-band signaling system and the call 
is established as a three way bridge. 

Furthermore Deutsch teaches the system is an in-band signaling system and the 
call is established as a three way bridge between the caller, the cellular phone and the 
peripheral device (FIG. 1 and column 4, lines 13-43) [The voice response system 8 
plays the announcement to the calling party and instructs the switch to park the call and 
transmits the parked call message to the called party, thereby the system is an in-band 
signaling system and the call is established as a three way bridge between the caller, 
the cellular phone and the peripheral device]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was nnade to modify the invention of Boltz using the switching system 
as taught by Deutsch. 
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This modification of the invention enables to establish a three way bridge 
between the caller, the cellular phone and the peripheral device so that the user would 
have the convenience to handle the incoming call more professionally and efficiently 
(Deutsch: column 5, lines 36-40). 

Regarding claim(s) 9, Boltz in combination with Deutsch as applied to claim(s) 8 
above differ from claim(s) 9 for the cellular phone user can interrupt the message at 
any time and stay connected to the caller and the peripheral device will be 
disconnected. 

Furthermore Deutsch teaches the cellular phone user can interrupt the message 
at any time and stay connected to the caller and the peripheral device will be 
disconnected (FIG. 1 and column 4, lines 43-62) [The called party whishes to retrieve 
the parked call by depressing a button and send a message to the switch system 2 
informing the park call location provided by the voice response unit 8, thereby the called 
party can interrupt the message at any time and stay connected to the caller and the 
peripheral device will be disconnected]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables the called party to interrupt the 
message at any time and stay connected to the caller and the peripheral device will be 
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disconnected so that the user would have the convenience to handle the incoming call 
more professionally and efficiently (Deutsch: column 5, lines 36-40). 

Regarding claim(s) 10, Boltz in combination with Deutsch as applied to ciaim(s) 
7 above differ from claim(s) 10 for the system is an out-of-band signaling system and 
the call is established a connection between the caller and the peripheral device. 

Furthermore Deutsch teaches the system is an out-of-band signaling system and 
the call is established a connection between the caller and the peripheral device (FIG. 1 
and column 4, lines 4-12) [The switching system 2 fonwards the call to the voice 
response system 8, thereby the system is an out-of-band signaling system and the call 
Is established a connection between the caller and the peripheral device]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables to establish a connection between the 
caller and the peripheral device so that the user would have the convenience to handle 
the incoming call more professionally and efficiently (Deutsch: column 5, lines 36-40). 

Regarding claim(s) 11, Boltz in combination with Deutsch as applied to claim(s) 
10 above differ from claim(s) 11 for the cellular phone user can interrupt the message 
at any time and be connected to the caller and the peripheral device will be 
disconnected. 
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Furthermore Deutsch teaches the cellular phone user can interrupt the message 
at any time and be connected to the caller and the peripheral device will be 
disconnected (FIG. 1 and column 4, lines 43-62) [The called party whishes to retrieve 
the parked call by depressing a button and send a message to the switch system 2 
informing the park call location provided by the voice response unit 8, thereby the called 
party can intenrupt the message at any time and stay connected to the caller and the 
peripheral device will be disconnected]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the Invention enables the called party to interrupt the 
message at any time and stay connected to the caller and the peripheral device will be 
disconnected so that the user would have the convenience to handle the incoming call 
more professionally and efficiently (Deutsch: column 5, lines 36-40). 

Regarding claim(s) 19, Boltz as applied to claim(s) 15 above differ from 
ciaim(s) 19 in that it fails to disclose the system Is a centralized system. 

However, Deutsch, in the same field of endeavor, teaches, wherein the method is 
carried out on a centralized system (FIG. 1 and column 2, lines 38-59) [The switching 
system 2 uses the calling party number to query a database, thereby the system is a 
centralized system]. 
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Therefore, it would have been obvious to one of the ordinary sM in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables the system to be a centralized system 
so that the user would have the convenience to handle the Incoming call more 
professionally and efficiently (Deutsch: column 5, lines 36-40). 

Regarding claim(s) 21, Boltz in combination with Deutsch as applied to claim(s) 
19 above differ from claim(s) 21 for the step of recording comprises making the 
recording into a device peripheral to the cellular phone. 

Furthermore Deutsch teaches the step of recording comprises making the 
recording into a device peripheral to the cellular phone (FIG. 1 and column 2, lines 50- 
61) [The switching system 2 accesses a voice response system 8 where the voice 
message for the caller are saved, thereby the means to record is located in a device 
peripheral to the cellular phone]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables the means to record is located in a 
device peripheral to the cellular phone so that the user would have the convenience to 
handle the incoming call more professionally and efficiently (Deutsch: column 5, lines 
36-40). 
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Regarding claim(s) 22, Boltz in combination with Deutsch as applied to claim(s) 

21 above differ from claim(s) 22 for the step of connecting comprises establishing a 
three way bridge. 

Furthermore Deutsch teaches the step of connecting comprises establishing a 
three way bridge between the caller, the cellular phone and the peripheral device (FIG. 
1 and column 4, lines 13-43) [The voice response system 8 plays the announcement to 
the calling party and instruct the switch to park the call and transmits the parked call 
message to the called party, thereby the system is an in-band signaling system and the 
call is established as a three way bridge between the caller, the cellular phone and the 
peripheral device]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables to establish a three way bridge 
between the caller, the cellular phone and the peripheral device so that the user would 
have the convenience to handle the incoming call more professionally and efficiently 
(Deutsch: column 5, lines 36-40). 

Regarding claim(s) 23. Boltz in combination with Deutsch as applied to claim(s) 

22 above differ from claim(s) 23 for interrupting the message at any time, maintaining 
the connection between the caller and the cellular phone and disconnecting the 
peripheral device. 
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Furthermore Deutsch teaches interrupting the message at any time (FIG. 1 and 
column 4, lines 43-62) [The called party whishes to retrieve the parked call by 
depressing a button, thereby inten-upting the message at any time]; 

maintaining the connection between the caller and the cellular phone (FIG. 1 and 
column 4, lines 43-62) [The called party whishes to retrieve the parked call by 
depressing a button and send a message to the switch system 2 informing the park call > 
location, thereby maintaining the connection between the caller and the cellular phone]; 
and 

disconnecting the peripheral device (FIG. 1 and column 4, lines 43-62) [The 
called party whishes to retrieve the parked call by depressing a button and sends a 
message to the switch system 2 informing the park call location provided by the voice 
response unit 8, thereby disconnecting the peripheral device]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables the called party to interrupt the 
message at any time and stay connected to the caller and the peripheral device will be 
disconnected so that the user would have the convenience to handle the incoming call 
more professionally and efficiently (Deutsch: column 5, lines 36-40). 
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Regarding claim(s) 24, Boltz in combination with Deutsch as applied to claim(s) 
21 above differ from claim(s) 24 for tlie step of connecting comprises establishing a 
connection between the caller and the peripheral device. 

Furthermore Deutsch teaches the step of connecting comprises establishing a 
connection between the caller and the peripheral device (FIG. 1 and column 4, lines 4- 
12) [The switching system 2 forwards the call to the voice response system 8, thereby 
establishing a connection between the caller and the peripheral device]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables to establish a connection between the 
caller and the peripheral device so that the user would have the convenience to handle 
the incoming call more professionally and efficiently (Deutsch: column 5, lines 36-40). 

Regarding claim(s) 25, Boltz in combination with Deutsch as applied to claim(s) 
24 above differ from claim(s) 25 for interrupting the message at any time, connecting 
the caller to the cellular phone and disconnecting the peripheral device. 

Furthermore Deutsch teaches interrupting the message at any time (FIG. 1 and 
column 4, lines 43-62) [The called party whishes to retrieve the parked call by 
depressing a button, thereby interupting the message at any time]; 

connecting the caller to the cellular phone (FIG. 1 and column 4, lines 43-62) 
[The called party whishes to retrieve the parked call by depressing a button and send a 
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message to the switch system 2 informing the park call location, thereby connecting the 
caller to the cellular phone]; and 

disconnecting the peripheral device (FIG. 1 and column 4, lines 43-62) [The 
called party whishes to retrieve the parked call by depressing a button and send a 
message to the switch system 2 iniForming the park call location provided by the voice 
response unit 8, thereby disconnecting the peripheral device]. 

Therefore, it would have been obvious to one of the ordinary skill in the art at the 
time the invention was made to modify the invention of Boltz using the switching system 
as taught by Deutsch. 

This modification of the invention enables the called party to interrupt the 
message at any time and stay connected to the caller and the peripheral device will be 
disconnected so that the user would have the convenience to handle the incoming call 
more professionally and efficiently (Deutsch: column 5, lines 36-40). 



Allowable Subject Matter 

7. Claim(s) 3, 6, 17 and 20 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form Including all of the 
limitations of the base claim and any intervening claims. 
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8. The following is a statement of reasons for the indication of allowable subject 
matter: 

Regarding claim(s) 3, 6, 17 and 20, the prior art at this time fails specifically to 
disclose the means to instruct is selected from the group consisting of a button on the 
cellular phone, a keypad entry to the cellular phone, an entry on a calendar, an entry on 
a clock, an entry into a location device, a telephone order, an electronic message, a 
web page interface, interaction with a service representative, and combinations thereof. 



Conclusion 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald Gauthier whose telephone number is (571) 272- 
7539. The examiner can normally be reached on 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Fan Tsang can be reached on (571) 272-7547. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Gerald Gauthier 
Examiner 
Art Unit 2645 
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June 8, 2005 



